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This is a communication from the examiner in charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS ; 



OFFICE ACTION SUMMARY 



H Responsive to communication(s) filed on _ 
L3 This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed i 
accordance with the practice under Ex parte Ouayte, 1935 D.C. 11 ; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire 



_ month (s), or thirty days, 



whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 



Disposition of Claims 



H Claim(s) 

Of the above, claim(s) _ 

□ Claim(s) 

C3 Claim(s) 

□ Claim(s) • - ■ 

□ Claim(s)_ 



/-/* 



is/are" pending in the application. 

Js/are withdrawn from consideration. 

is/are allowed. 
is/are rejected. 



js/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 



_are subject to restriction or election requirement 



□ The drawing (s) filed on 

□ The proposed drawing correction, filed on • 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by.the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 

D received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

*Certified copies not received: 



Js/are objected to by the Examiner. 
, is Q approved □ disapproved. 



□ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
Attachment(s) 

SI Notice of Reference Cited, PTO-892 

J3 Information Disclosure Statement(s), PTO-1 449, R a p er No (a). j_ 

□ Interview Summary, PTO-41 3 

□ Notice of Draftpersoh's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 

-SEE OFFICE ACTION ON THE FOLLOWING PAGES- 



PTOl-326 (Rev. 9/96) 



★ U.aGPO: 1 996-42 \ -63 
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Art Unit: 1615 



Detailed Action 



(1) Claims 1-18 are still rejected under the judicially created doctrine of double patenting 
over claims of U. S. Patent No. 5,474,759 since the claims, if allowed, would improperly extend 
the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the patent and is 
covered by the patent since the patent and the application are claiming common subject matter, 
as follows: Reference to the previous office action. 

Furthermore, there is no apparent reason why applicant was prevented from presenting 
claims corresponding to those of the instant application during prosecution of the application 
which matured into a patent. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). 
See also MPEP § 804. 

Applicant's arguments filed on 9-28-98 have been fully considered but they are not 
persuasive. First, the applicants' remarks regarding the instant claims being "anticipated" are 
irrelevant here because there in no 35 U.S.C. 102 or 35 U.S.C. 101 of record in this case. 
Second, the applicants statements regarding the amounts of alcohol and mometasone furoate are 
false. Note the U.S.P. 5,474,759 at column 3, lines 5-45 and columns 4, lines 7-10 do disclose 
the claimed amount range. U.S.P. 5,474,759 discloses ethanol as one of the alcohols (e.g., see 
Example XVII). Furthermore, this is well known in the drug aerosol art, absent evidence to the 
contrary. A large number of corticosteroid aerosols containing NCFCs have been formulated 
employing ethanol as a co-solvent. 
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Note that it is well established that the claims are given the broadest interpretation during 
examination; and references are evaluated by what they suggest to one versed in the art, rather 
than by their specific disclosures. In re Bozek, 163 USPQ 545 (CCPA 1969). 

Pages 5-6 of the instant application have been carefully reviewed as requested by the 
applicants'. There is no comparative data of record in this case that (i) presents any unexpected 
results over the closest prior art; or (ii) establishes any improvements over the closest prior art. 

(2) THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

(3) The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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(4) Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mr. Raj Bawa, Ph.D., whose telephone number is (703) 308- 
2423. The examiner can normally be reached on Tuesday-Friday from 7:30 a.m. to 6:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Page, can be reached on (703) 308-2927. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 305-3592. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1235. 



R. Bawa:jmr 
March 5, 1999 



RAJBAWA,Ph.D. 
PRIMARY EXAMINER 
GROUP 1600 



